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Office Action Summary 



Application No. 

08/987,468 



Examiner 

Marina Lamm 



Applicant(s) 

GERS-BARLAG ETAL. 



Art Unit 

1616 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 09 January 2002 . 
2a)£3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 12-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 12-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) d Other: 
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DETAILED ACTION 



Acknowledgment is made of the request for reconsideration filed 1/9/02 and certified 
English language translation of the priority document filed 2/20/02. Claims pending are 12-28. 



1. The obviousness-type double patenting rejection of Claims 12-28 as being unpatentable 
over claims 1-20 of U.S. Patent No. 5,876,702 is maintained for the reasons of the record. 



2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

3. The rejection of Claims 12, 13, 16-21, 24-26 and 28 under 35 U.S.C. 103(a) as being 
unpatentable over Allard et al. (US 5,616,331) is maintained for the reasons of the record. 

4. The rejection of Claims 14, 15, 22, 23 and 27 under 35 U.S.C. 103(a) as being 
unpatentable over Allard et al. in view of either Billia et al. or Robinson et al. is maintained 
for the reasons of the record. 

5. The rejection of Claims 12-28 under 35 U.S.C. 103(a) as being unpatentable over Gers- 
Barlag et al. (US 5,725,844) in view of either Grollier et al. (US 5,427,771) or Billia et al. or 
Robinson et al. is maintained for the reasons of the record. 



6. Applicant's arguments filed 1/9/02 have been fully considered but they are not 
persuasive. 

In response to the Applicant's argument that "Allard makes reference to a single 
sulfonic acid derivative as a sunscreen agent only in passing, and, hence such compounds are 



Double Patenting 



Claim Rejections - 35 USC § 103 



Response to Arguments 
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not an essential component of Allard's invention" , it is noted that sulfonic acid derivatives such 
as 2-phenylbenzimidazole-5-sulfonic acid and salts thereof, are explicitly taught by the Allard 
reference and therefore, are a part of the Allard's invention. The reference's teachings are not 
limited to the examples or preferred embodiment and must be considered as a whole. 

In response to the Applicant's argument that "it was completely surprising and 
unexpected that the advantageous properties of UV filter substances comprising one or more 
sulphonic or sulphonate groups could be maximized by including such UV filter substances in 
the formulations as presently claimed", it is noted that the courts have held that "the arguments 
of counsel cannot take a place of evidence in the record. In re Schulze, 346 F.2d 600, 602, 145 
USPQ 716, 718 (CCPA 1965); In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed.Cir. 
1997). Absent a clear showing of unexpected results, the combination of ingredients taught by 
Allard et al. either alone or in view of either Billia et al. or Robinson et al. is considered 
obvious. 

In response to the Applicant's argument that the Gers-Barlag's ('844) most preferred 
embodiments utilize monoglyceryl emulsifiers and, therefore, "Gers-Barlag actually leads 
away from the present invention" which utilizes polyglyceryl emulsifiers, it is noted that it is 
known in the art to use mono- and diesters of fatty acids (C12-C18) and glycerol or 
polyglycerol for the same art-recognized purpose, i.e. as emulsifiers in sunscreen 
compositions. See, for example, Grollier et al. at col. 5, lines 27-39. 

In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
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